
• 



United States Bvtent and Trademark Offige 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Officu 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

www.uspto.gtfv 



APPLICATION NO. 



FILING DATE 



FIRST NAMED FNVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/211,755 



12/15/1998 



ICENNETH A. JONES 



54002-D/JPW/ 



9496 



7590 05/07/2002 

JOHN P WHITE 

COOPER & DUNHAM 

1 1 85 AVENUE OF THE AMERICAS 

NEW YORK, NY 10036 



EXAMINER 



BRANNOCK, MICHAEL T 



ART UNIT 



PAPER NUMBER 



1646 

DATE MAILED: 05/07/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Application No. 
09/211,755 



Applicant(s) 



Jones, KA 



Office Action Summary 



Examiner 



Art Unit 




Michael Brannock, Ph.D. 



1646 



- The MAILING DATE of this communication app ars on the cover sheet with th correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 



3 



MONTH(S) FROM 



THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) K Responsive to communication(s) filed on Feb 11, 2002 

2a) □ This action is FINAL. 2b) 53 This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qu9jfl/935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) B Claim(s) 208. 210. 213. 214. 221-225. 228. 230, 231. 233-240. and 250 is/are pending in the applica 

4a) Of the above, claim(s) is/are withdrawn from considers 

5) (2 Claim(s) 208. 210. 213. 214, 221-225. 228. 230. 231. 233-239. and 250 is/are allowed. 

6) B Claim(s) 240 is/are rejected. 

7) □ Claim(s) is/are objected to. 

8) □ Claims are subject to restriction and/or election requirem 

Application Papers 

9) □ The'specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are objected to by the Examiner. 

1 1 ) □ The proposed drawing correction filed on is: aP approved b)ddisapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) □ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

16) \Z\ Notice of Drafts person's Patent Drawing Review (PTO-948) 

17) O information Disclosure Statement(s) (PTO-1449) Paper No(s). 



19) O Notice of Informal Patent Application (PTO-152) 

20) □ Other: 



18) Q Interview Summary (PTO-413) Paper No(s). 
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Part of Paper No. 27 
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DETAILED ACTION 

Status of Application: Claims and Amendments 

1. Claims 208, 210, 213, 214, 221-225, 228, 230, 231, 233-240, and 250 as the Claims 
relate to methods of screening for an agonist of a GABA B R1/R2 receptor, are currently under 
examination. 

Applicant is notified that the amendments put forth in Paper 23 (10/16/01) and Paper 26 
(2/1 1/02), have been entered in full. 

Response to Amendment 

Withdrawn Rejections: 

2. Applicant is notified that any rejection set forth previously, that is not expressly 
maintained in this Office action, is withdrawn 

New Rejections: 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 
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4. Claim 240 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claim requires that the artisan performing the method use a compound that "was not 
previously known to be an agonist or antagonist of a GABA B R1/R2 receptor"; this phrase renders 
the metes and bounds of the claim unascertainable because it is not clear whom the claim 
requires to not have known, nor to what time frame this lack of knowledge is applicable, and 
further, the bounds of the claim will change with time and with increases in knowledge. 

Allowable Subject Matter 

5. Claims 208, 210, 213, 214, 221-225, 228, 230, 231, 233-239 and 250 are allowable. 

Advisory Information 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Michael Brannock, Ph.D., whose telephone number is (703) 306-5876. The 
examiner can normally be reached on Mondays through Thursdays from 8:00 a.m. to 5:30 p.m. 
The examiner can also normally be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler, Ph.D., can be reached at (703) 308-6564. 
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Official papers filed by fax should be directed to (703) 308-4242. Faxed draft or informal 
communications with the examiner should be directed to (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 



MB 
May 3, 2002 
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